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This is a communication from the examiner in charge of your application. 
COMMISSIONER OF PATENTS AND TRADEMARKS 

OFFICE ACTION SUMMARY 

Responsive to communication(s) filed on 1/ — 1 ® ; 

This action Is FINAL. 

□ Since'this application is in condition for allowance except for forma] matters, prosecution as to the merits Is closed in 
accordance with the practice under 'Br parte Ouayie, 1 935 D.C. 1 1; 453 O.G. 21 3. 



A shortened statutory period for response to this action is set to expire _ 



_ month (s), or thirty days, 



whichever is longer, from the mailing date of this communication. Failure to respond within the period for response will cause 
the application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). 



Disposition of Claims 

[$] Oaim(s)_ V ~~ 



Of the above, claim(s) . 
Effl Oaimfe) I — ) 
Q Claim(sj /h^SV 

□ Claim(s) 

□ Oaim(s) 



is/are pending in the application. 

Js/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 



Js/are objected to. 



Application Papers 

O See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 



_are subject to restriction or election requirement. 



□ The drawing(s) filed on _ 

□ The proposed drawing correction, filed on 

□ The specification is objected to by the Examiner. 
Q The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

O Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 
□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 

G received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

•Certified copies not received: 



Js/are objected to by the Examiner. 
is □ approved □ disapproved. 



□ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e). 
Attachment(s) 

□ Notice of Reference Cited, PTO-892 

^) Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-4 13 

O Notice of Draftperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO- 1 52 

-SEE OFFICE ACTION ON THE FOLLOWING PAGES- 



PTOL-326 (R*v W96) 



* U aGPO: 1006-404-496/40317 
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DETAILED ACTION 
The amendment and the surrender of the patent dated 11-20-00 are acknowledged. 
The prosecution is reopened for the following reasons. 

1. Claims 16-32 are rejected under 35 U.S.C. 251 as being an improper recapture of 
broadened claimed subject matter patented in the parent application of the application for 
the patent upon which the present reissue is based. See Hester Industries, Inc. v. Stein, Inc., 
142 F.3d 1472, 46 USPQ2d 1641 (Fed. Cir. 1998); In re Clement, 131 F.3d 1464, 45 USPQ2d 
1161 (Fed. Cir. 1997); Ball Corp. v. United States, 729 F.2d 1429, 1436, 221 USPQ 289, 295 
(Fed. Cir. 1984). A broadening aspect is present in the reissue which was not present in the 
application for patent. The record of the application for the patent shows that the 
broadening aspect (in the reissue) relates to subject matter that applicant previously 
patented prior to the prosecution of the application. Accordingly, the narrow scope of the 
claims in the patent was not an error within the meaning of 35 U.S.C. 251. 

Note that Claims 16-32 are drawn to compounds which were elected persuant to a 
restriction requirement in parent application, 08/383,291 (paper no. 4) and issued in 
Patent No. 5,631,394 and applicant did not elect the group in which the claims were drawn 
to liposomes. To now file claims of similar or broader scope to those issued in US 5,631,394 
more than two years pior to the filing of this reissue application constitutes improper 
recapture. 

2. Applicant should recite US 5,415,855 on 1449 form since this was recorded by 



+ 
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applicant in the issued patent 5,681,589. 

3. The volume no., pages and the date of the publication of the reference of Martin, 
"Apoptosis: suicide, execution or murder?", in 'Cell Biology Trends' cited on 1449 should 
be provided. 

4. In claim 1, line 11, the change made should be underlined. 

5. Claims 1-15 are allowable upon the correction of the claim as pointed out above. 

1. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to G.S. Kishore whose telephone number is (703) 308-2440. 

The examiner can normally be reached on Monday-Thursday from 6:30 A.M. to 
4:00 P.M. The examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, T.K. Page, can be reached on (703)308-2927. The fax phone number for this 
Group is (703)305-3592. 

Communications via Internet e-mail regarding this application, other than those 
under 35 U.S.C. 132 or which otherwise require a signature, may be used by the applicant 
and should be addressed to [thurman.page@uspto.gov]. 

All Internet e-mail communications will be made of record in the application file. 
PTO employees do not engage in Internet communications where there exists a possibility 
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that sensitive information could be identified or exchanged unless the record includes a 
properly signed express waiver of the confidentiality requirements of 35 U.S.C. 122. This is 
more clearly set forth in the Interim Internet Usage Policy published in the Official Gazette 
of the Patent and Trademark on February 25, 1997 at 1195 OG 89. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703)308-1235. 




Gollamudi S. Kishore, Ph. D 



Primary Examiner 



Group 1600 
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April 16, 2001 



